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DETAILED ACTION 

Claims 1-20 are pending in the application. 

Election/Restrictions 

Applicant's election with traverse of Group II in the reply filed on 2/1 1/09 is 
acknowledged. The traversal is on the ground(s) that a MAPC cannot be construed as a 
hematopoietic stem cells. Applicants assert that are shown to be non-embryonic stem 
cells having the ability to differentiate into cell types of all three embryonic germ layers, 
whereas a hematopoietic stem cell can only form hematopoietic differentiated progeny, 
which is mesodermal phenotype. Applicants thus conclude that Hatada reference does 
not disclose the claimed invention. 

This argument have been fully considered but deemed unpersuasive for following 
reasons. The present specification does not define multipotent adult progenitor cell 
(MAPC) as a specific population of cells that are non-embryonic and has the ability to 
differentiate into all three embryonic germ layers. Although the term MAPC is used in 
the prior art to refer to a cell population from bone marrow which is CD34-, CD44-, 
CD45- and CD1 17-, and can differentiate into three embryonic germ layers, the term is 
also used to refer to other population of adult progenitor cells such as multipotent neural 
progenitor cells (see for example, Hsieh et al. PNAS, 2004. Vol. 101, no.47, pages 
16659-16664. see page 16659, 1 st col., line 1). As such, without a clear definition, the 
term "MAPC" encompasses all multipotent adult progenitor cells, such as the 
hematopoietic cells disclosed by Hatada. Moreover, hematopoietic stem cells not only 
differentiate into hematopoietic lineages, they are also known to have plasicity which can 
differentiate into hepatocytes and neural cells (endoderm and ectoderm), thus is 
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multipotent. Therefore, claims of Group I-III lack unity of the invention because the 
special technical feature does not make a contribution over the prior art. Even if MAPC 
is refer to the specific population as alleged by Applicants, the special technical feature of 
the invention of Group I, MAPC comprising exogenously incorporated sequence, is 
disclosed by Furcht et al. (WO 01/1101 1 A2), which discloses MAPC comprising 
exogenously introduced eGFP under oct-4 promoter (see page 28, 1 st paragraph). 
Therefore, this special technical feature does not make a contribution over the prior art, 
and thus cannot link the invention as a whole to form a single inventive concept under 
PCTRule 13.1. 

The requirement is still deemed proper and is therefore made FINAL. 

Accordingly, claims 1-8, 10-17 and 20 are withdrawn from consideration for 
being directed to non-elected subject matter. Claims 9, 18 and 19 are currently under 
examination. 

Claim Objections 

Claim 9 is objected to for depending on non-elected claim 6. This claim is also 
objected to for using the term "MAPC" which may stand for a number of different words. 
It is remedial to spell out the entire term. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

( a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign countr) , before the in\ ention thereof b> the applicant for a patent. 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 9 and 18 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Lamming et al (Blood, 2002: 100(1 1): abstract number 2574). 

Claim 9 is drawn to a recombinant MAPC produced by the method of claim 6. 
This is a product by process claim, which reads on the product, a multipotent adult 
progenitor cell that comprises exogenously introduced DNA sequence. Claim 18 is 
drawn to a genetically altered multipotent adult progenitor cell that comprises 
exogenously introduced DNA. 

Lamming et al. disclose multipotent adult progenitor cell comprises transfected 
with DS-RED expressing plasmid, and long term expression of DS-RED in said cells (see 
page 655a, 1 st col., lines 14-16). Therefore, Lamming et al. disclose the instantly claimed 
invention. 

Claims 9, 18 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Jahagirdar et al (Blood, 2001. 98(1 1 part 1): 547a). 

Jahagirdar et al. disclose MAPC isolated from b-gal transgenic ROSA26 mice, 
which is genetically altered MAPC that comprises exogenous DNA (see col.l, line 5). 
Jahagirdar et al. also disclose that said cells differentiated in vivo in NOD-SCID recipient 
mice (see col.l, lines 1 1-26). Therefore, Jahagirdar et al. disclose the instantly claimed 
inventions. 

Claims 9, 18 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Furcht et al (WO 01/11011 A2). 
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Furcht et al. disclose isolated genetically altered MAPC comprising DNA that 
expresses eGFP. Furcht et al. further disclose said cells differentiate into mesodermal 
cell types following expansion (see for example, page 40, 1 st paragraph). Therefore, 
Furcht et al. disclose the instantly claimed invention. 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CELINE X. QIAN whose telephone number is (571)272- 
0777. The examiner can normally be reached on 10-6:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached on 571-272-095 1 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner, Art Unit 1636 
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